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DETAILED ACTION 
Oath/Declaration 

1 . It does not state that the person making the oath or declaration acknowledges the duty to 
disclose to the Office all information known to the person to be material to patentability as 
defined in 37 CFR 1.56. Specifically, the oaths/declarations do not have the correct statement 
with respect to the duty to disclose. The correct statement should read "I acknowledge the duty 
to disclose information which is material to patentability of this application in accordance with 
Title 37, Code of Federal Regulations Section 1.56 ." 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1,3-5, 7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Zhu et 
al. (5,577,993). 

Zhu et al disclose in figures. 2, 4 and 6, a surgical tool 20 for use in expanding a tubular 
structure as recited in claims 1,4 including: a first leg 54 has a first end 51a, a second leg 54 has 
a second end 51b, where the first and the second end is moveable away from each other at best 
seen in fig. 5, and where the tool further includes an actuator 55 which is able to move the first 
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and the second legs away from each other (fig. 4). Regarding the intended use" a surgical tool 
for use in expanding a tubular structure, the tubular structure having an inner surface defining a 
passage through the tubular structure for receiving surgical instruments, said first and second 
ends being moveable away from each other to apply a radially outwardly directed force to the 
inner surface of the tubular structure and cause expansion of the tubular structure to increase a 
cross-sectional area of the passage along a portion of the passage; The statement of intended 
use and other functional statements have been carefully considered but are deemed not to impose 
any structure limitations on the claims distinguishable over Zhu reference which is capable of 
being used as claimed if one desires to do so. Furthermore, the actuator 55 at best seen in fig. 7 
definitely is able to move axially (the axially movement occurs along the arrow pointed direction 
in fig. 7) which moves the first and the second legs away from each other (legs 54 do have flared 
end portions along the tissue layers 27). 

As to claim 3, Zhu et al disclose a first and second handles (56), where the handles move 
toward each other to move the first and second legs (54) away from each other (fig.5). 

As to claims 5 and 7, Zhu et al disclose a member or a depth limiter (element 64 is 
considered a member or a depth limiter, see col. 9, lines 14-18) which is able for limiting the 
depth as the surgical tool extends into the passage in the tubular structure or is able to limit the 
distance of the legs move away from each other. 

As to claim 9, it noted that fig. 2 of Zhu clearly defined element 56 as first and second 
handles being movable toward each other to pivot said first and second legs relative to each 
other and move said first and second ends away from each other (a functional limitation): Thus , 
a reference needs not show the structure of the recitation in order to meet the claim language but 
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rather the reference needs only be capable of being used with such structure. Accordingly, the 
reference is considered to read on the claimed limitation of the claimed noted. 

3. Claims 10-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Makower et al. 
(5,683,349). 

Makower et al disclose in figures. 1, 7, a surgical tool 10 for use in expanding a tubular 
structure as recited in claims 10-12, including: an elongate member 11, first and second handles 
at 34 is able to move radially toward and away from each other, first and second legs at 15 
connect to the elongate member, the first and second legs are engageable with the inner surface 
of the tubular structure, and where the first and second legs are moveable away from each other 
to apply a radially outwardly directed force to the inner surface of the tubular structure, where an 
actuator 35 is able to move longitudinally to move the first and second legs 15 away from each 
other(see col. 6, lines 21-27). Regarding the intended use" a surgical tool for use in expanding a 
tubular structure, the tubular structure having an inner surface defining a passage through the 
tubular structure for receiving surgical instruments, said first and second ends being moveable 
away from each other to apply a radially outwardly directed force to the inner surface of the 
tubular structure and cause expansion of the tubular structure to increase a cross-sectional area 
of the passage along a portion of the passage; The statement of intended use and other 
functional statements have been carefully considered but are deemed not to impose any structure 
limitations on the claims distinguishable over Makower reference which is capable of being 
used as claimed if one desires to do so. Note that the actuator of Makower is positioned inside 
the elongate member see fig. 7. 
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4. Claims 10-13,16-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Sherts 
(5,728,113). 

Sherts discloses in figures. 1, 3, a surgical tool 10 for use in expanding a tubular structure 
as recited in the above listed claims, including: an elongate member 22, first and second handles 
at 30 is able to move radially toward and away from each other, first 16 and second legs at 18 
connect to the elongate member, the first and second legs are engageable with the inner surface 
of the tubular structure, and where the first and second legs are moveable away from each other 
to apply a radially outwardly directed force to the inner surface of the tubular structure, where an 
actuator 38 is able to move longitudinally to move the first and second legs 16,18 away from 
each other(see col. 6, lines 21-27) . Furthermore, a spring 58 disposes around the actuator as 
recited in claim 13. Regarding the intended use" a surgical tool for use in expanding a tubular 
structure, the tubular structure having an inner surface defining a passage through the tubular 
structure for receiving surgical instruments, said first and second ends being moveable away 
from each other to apply a radially outwardly directed force to the inner surface of the tubular 
structure and cause expansion of the tubular structure to increase a cross-sectional area of the 
passage along a portion of the passage; The statement of intended use and other functional 
statements have been carefully considered but are deemed not to impose any structure limitations 
on the claims distinguishable over Sherts reference which is capable of being used as claimed if 
one desires to do so. As to claims 16-20, Sherts discloses a handle 30 pivotally connected to a 
first end of a shaft at 22, the handle is able to move between a first expanded configuration and a 
second contracted configuration, first jaw 16, second jaws 18 pivotally connected to a second 
end of the shaft at 24, and where the contracting the handle 30 would cause the expansion of the 
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first and the second jaws, and where the device further has an actuator 38 which is able to move 
longitudinally along the shaft to move the first and second jaws away from each other, and where 
the device further has a spring 58 disposed on the actuator, where the handle includes first and 
second handle member occur at either side of element 30 in fig. la extending radially from the 
shaft. 

Claim Rejections - 35 USC §103 
5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zhu et al 
(5,577,993). 

Regarding claims 6 and 8, Zhu discloses the invention substantially as claimed. Zhu is 
silent that the device further comprises a depth limiter or a member includes a plurality of 
positions along the surgical tool to define a plurality of depths or distances that the tool extends 
into the passage. Instead, Zhu indicates that the device has a stop device 64 which provides an 
effective impediment to excessive travel and penetration of the trocar 40 (see col. 9, lines 13-17) 

At the time the invention was made, it would have been obvious matter of design choice 
to a person of ordinary skill in the art to modify Zhu's device with a depth limiter or a member 
includes a plurality of positions along the surgical tool to define a plurality of depths or distances 
because Applicant has not disclosed that a depth limiter or a member includes a plurality of 
positions along the surgical tool to define a plurality of depths or distances provides an 
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advantage, is used for a particular purpose, or solves a stated problem. One of ordinary skill in 
the art, furthermore, would have expected Zhu device, and applicant's invention, to perform 
equally well with either the device taught by Zhu because both device would perform the same 
function of providing additional safety and control to the instrument during surgical procedures. 

Therefore, it would have been obvious to modify Zhu to obtain the invention as specified 
in the above claims because such a modification would have been considered a mere design 
consideration which fails to patentably distinguish over the prior art of Zhu. 

• Claims 14 and 15 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Sherts (5,728,1 13) in view of Gerrone (5,312,351). Shert discloses the invention 
substantially as claimed. Shert is silent regarding a depth limiter includes a plurality 
of positions along the surgical tool. 

Gerrone discloses such a depth limiter includes a plurality of positions along the 
surgical tool (see fig. 7d). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Sherts by making the device has a depth limiter includes a 
plurality of positions along the surgical tool as taught by Gerrone to allow prediction result of 
adding an additional safety and control to the instrument. 

Response to Arguments 
6. Applicant's arguments filed 8/13/2007 have been fully considered but they are not 
persuasive. The applicant argues that Zhu reference fails to teach an actuator configured to 
move axially to move first and second legs away from each other. It is noted that the actuator 55 
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at best seen in fig. 7 definitely is able to move axially (the axially movement occurs along the 
arrow pointed direction in fig. 7) which moves the first and the second legs away from each other 
(legs 54 do have flared end portions along the tissue layers 27). Regarding to new claims 10 and 
16, applicant is asked to please refer to the modified prior art rejections above where examiner 
addresses applicant's concerns regarding the new limitations. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor X. Nguyen whose telephone number is (571) 272-4699. 
The examiner can normally be reached on M-F (8-4.30 P.M). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571) 272-4697. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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